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11) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D AH b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2.Q Certified copies of the priority documents have been received in Application No. . 

3-D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
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DETAILED ACTION 
Election/Restrictions 

1 . Applicant's election with traverse of Group I, claims 1 -20 in the reply filed on 
8-18-06 is acknowledged. The election of species of additive of Formula (1), (bisphenol 
A) where R1 and R2 are hydroxyl groups and R3, R3 are methyl groups is 
acknowledged. Group II, claim 21 has also been examined. The traversal is on the 
ground(s) that Group I is very similar to Groups III, IV and V. This is not found 
persuasive because Inventions Ml, claims 1-21, drawn to an electrolyte comprising a 
lithium salt, an organic solvent and an additive, classified in class 429, subclass 330 
and does not have a search in 429/231.1 whereas Invention III, claims'22-38, drawn to 
a lithium battery comprising a positive electrode which includes one of lithium-nickel- 
based and a lithium-nickel-manganese-based oxide, a negative electrode, an electrolyte 
comprising an additive, classified in class 429, subclass 231.1; Invention IV, claims 39- 
44, drawn to an electrolyte comprising a lithium salt, an organic solvent comprising a 
carbonate and an aromatic hydrocarbon solvent, at least one additive and an organic 
sulfone-based compound, classified in class 429, subclass 332 and Invention V, claims 
45-48, drawn to a lithium secondary battery comprising a positive electrode, a negative 
electrode, an electrolyte comprising a lithium salt, an organic solvent, an additive and an 
organic sulfone-based compound, classified in class 429, subclass 215. 

Inventions I and IV are unrelated because Invention IV requires the electrolyte to 
comprise a carbonate and an aromatic hydrocarbon solvent and an organic sulfone- 
based compound that is not required in Invention I. 
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Inventions I and III, V are related as mutually exclusive species in an intermediate- 
final product relationship. In the instant case, the intermediate product is deemed to be 
useful as an electrolyte for a capacitor. 

The requirement is still deemed proper and is therefore made FINAL. 

2. Claims 1 3-20, 22-48 are withdrawn from further consideration pursuant to 37 
CFR 1.142(b), as being drawn to a nonelected invention and species, there being no 
allowable generic or linking claim. Applicant timely traversed the restriction (election) 
requirement in the reply filed on 8-18-06. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
.. form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

4. Claims 1-12, 21 are rejected under 35 U.S.C. 102(e) as being anticipated by Noh 
et al. (US 2004/0197667). 

Noh et al. teaches on pages 8-9, claims 1, 27 and 28, an electrolyte of a 
lithium secondary battery comprising lithium salts, an organic solvent and further 
comprising a swelling-inhibiting additive such as a bisphenol. Noh et al. teaches on 
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page 4, {0056}, that swelling-inhibiting additives include bisphenol, etc. and the like and 
can be used in an amount of 0.01- 10 wt%, preferably 0.01-6 wt%. Noh et al. teaches 
on page 8, claims 7-8, that the lithium salt can be LiPF6, LiBF4, etc. and can be used in 
a concentration ranging from 0.6 to 2.0 M. Noh et al. teaches on page 10, claim 43 that 
the mixed solvent can be GBL/EC/EMC/DMC. Noh et al. teaches on page 1, [0007- 
0010], that because lithium reacts with carbon negative electrode to produce Li2C03, 
LiO and LiOH, thus forming a SEI interface. The organic SEI film formed during the 
initial charge not only prevents the reaction between the lithium ions and the carbon 
negative electrode during charging and discharging, but also acts an ion tunnel. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Laura S. Weiner whose telephone number is 571-272- 
1294. The examiner can normally be reached on M-F (6:30-4:00). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Patrick Ryan can be reached on 571-272-1292. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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Primary Examiner 
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